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ON BRI EF

Before KIMLIN, JOHN D. SM TH and WElI FFENBACH, Admi ni strative
Pat ent Judges.

KIMLIN, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-18.
Clainms 19 and 20, the other clainms remaining in the present
application, stand withdrawn fromconsideration. Cdains 1, 2, 3
and 11 are illustrative:

1. A process for coating a substrate with di anond
conpri si ng:

! Application for patent filed April 7, 1992.
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mai ntaining a substrate wwthin a bed of particles capabl e of
being fluidized, said particles having substantially uniform
di mrensi ons and said substrate characterized as having different
di mensi ons than the particles;

fluidizing the bed of particles;

depositing a coating of dianond upon the substrate by
chem cal vapor deposition of a carbon-containing precursor gas
m xture, said precursor gas mxture introduced into the fluidized
bed of particles in quantities, at pressures and at tenperatures,
under conditions resulting in excitation nmechanisns sufficient to
form said di anond coati ng.

2. The process of daim1l wherein the substrate is further
characterized as conprised of a different material than the bed
particles.

3. The process of Caiml wherein the substrate is further
characterized as conprised of the sane material as the bed
particles.

11. A process for coating a substrate with di anond
conpri si ng:

mai ntaining a substrate wwthin a bed of particles capabl e of
being fluidized, said particles having substantially uniform
di mensi ons and sai d substrate characterized as conprised of a
different material than the particles;

fluidizing the bed of particles;

depositing a coating of dianond upon the substrate by
chem cal vapor deposition of a carbon-containing precursor gas
m xture, said precursor gas mxture introduced into the fluidized
bed of particles in quantities, at pressures and at tenperatures,
under conditions resulting in excitation nmechanisns sufficient to
form said di anond coati ng.

The exam ner relies upon the follow ng references as
evi dence of obvi ousness:

Hol conbe, Jr. et al. (Hol conbe) 4,228, 142 Cct. 14, 1980
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Pi nneo 0 286 310 Dec. 10, 1988
(Eur opean patent application)

Appel l ants submt at page 2 of the principal Brief that
clains 1, 2, 6, 11 and 14 shoul d receive separate consi derations
of patentability. Accordingly, appealed clains 1, 3-5 and 7-10
stand or fall together, as do clains 11-13 and 15-18.

Appeal ed clainms 1-18 stand rejected under 35 U.S.C. § 103 as
bei ng unpat ent abl e over Pinneo in view of Hol conbe.

Pi nneo, |ike appellants, discloses a process for coating a
substrate with dianond conprising maintaining the substrate in a
fluidized bed while depositing a coating of dianond upon the
substrate by chem cal vapor deposition of a carbon-contai ning
precursor gas m xture. Pinneo does not disclose that the
fluidized bed conprises the substrate to be coated with di anond
within a bed of particles. As appreciated by the exam ner,

Pi nneo discloses only that the fluidized bed conprises the
substrate to be coated. However, as noted by the exam ner,
appellants’ claim3 limtation that the substrate is conprised of
the same material as the bed particles results in claiml
enconpassi ng processes wherein the substrate to be coated and the
bed particles are nade of the sanme material. Such interpretation
of claiml1l is in accord with the specification disclosure that

“[t]he substrate to be coated by the chem cal vapor deposition in

- 3-



Appeal No. 94-3447
Appl i cation 07/864, 725

the fluidized bed can be conprised of . . . the sane naterial as
the bed particles” (page 7 of specification, lines 30-33). Wen
appel l ants’ process enploys the sane nmaterial for the substrate
and the bed particles, we fully concur wwth the examner that it
is reasonable to conclude that there is no patentable distinction
bet ween the cl ai ned process and the process discl osed by Pinneo.

In re Spada, 911 F.2d 705, 708, 15 USPQ2d 1655, 1658 (Fed. Cr

1990); Ln re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA

1977). Wiile appealed claim1l recites that the substrate has
“different dinmensions” than the bed particles, we agree with the
exam ner that anong the nultitude of substrate particles within
Pinneo’s fluidized bed there woul d be, of necessity, particles of
di fferent di nensions.

Regarding the claim6 requirenent that the substrate is an
optical surface of silicon and the like, we agree with the
exam ner that this feature is met by Pinneo’s disclosure of
silicon substrate particles. The exam ner correctly expl ains
that the broadly clainmed “optical surface” enconpasses any
surface that is reflecting, transparent, refractive, etc.

The examner’'s rejection of clains 2 and 11-15 is anot her
matter. These clainms require that the substrate and the bed
particles are of a different material. Pinneo does not disclose
such, and we agree with appellants that one of ordinary skill in
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the art would not have been notivated to replace the catal ytic
matri x of Pinneo wwth the powdered netal pronoter of Hol conbe to
result in a fluidized bed conprising particles of different
materials. The catalyst of Pinneo is a hydrogenation catal yst
whi ch di ssoci ates nol ecul ar hydrogen, whereas the reactions
di scl osed by Hol conbe (colum 2, lines 50-57) do not involve the
di sassoci ati on of nol ecul ar hydrogen. As urged by appell ants,
the nickel or iron pronoter nmetal of Holconbe is enployed to
shorten the reaction tine between carbon tetrafl uoride and either
silicon carbide or nethyl trichlorosilane. Wile the exam ner
makes the argunent that “the catal ysts/pronoters of the two
references are both added to increase the yield in the fluidized
deposition of dianond” (page 5 of Answer), the nmuch nore rel evant
point is that the two references involve distinctly different
reactions. The exam ner has not established that the netal
pronoted reaction of Hol conmbe woul d have suggested to one of
ordinary skill in the art the use of Holconbe's netal pronoters
as hydrogenation catalysts in the reaction of Pinneo.
Accordingly, we will not sustain the examner’s rejection of
claims 2 and 11-15.

I n concl usi on, based on the foregoing, the exam ner’s

rejection of clains 1, 3-10 and 16-18 is affirnmed. The
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examner’s rejection of claims 2 and 11-15 is reversed. The
exam ner’s decision rejecting the appealed clains is affirned-

i n-part.
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No time period for taking any subsequent action in connec-
tion with this appeal may be extended under 37 CFR § 1.136(a).

AFFI RVED- | N- PART

EDWARD C. KIM.IN
Adm ni strative Patent Judge

JOHN D. SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

CAMERON WEI FFENBACH
Adm ni strative Patent Judge
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